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DETAILED ACTION 

1 . This action is in response to the application filed on December 8, 2000. 

2. Claims 1-26 and 36-47 are cancelled by the applicant. 

3. Claims 27-35 and 48-54 are pending. 

4. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 1 1/18/2004 has been entered. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and 
useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title. 

6. Claims 27-35 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

The claims are non-statutory because they recite software components for programming a 
PLD, representing functional descriptive material without a computer readable medium or 
computer implemented method, program per se are not tangibly embodied. Claims 27-35 thus 
amounts to only abstract idea and are nonstatutory. 
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Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 27-29, 31-35, 48-50, 53, and 54 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Herrmann et al., hereinafter called Herrmann, US Patent No. 6,134,707 and 
further in view of Tang, US Patent No. 6,389,321 and further in view of Sasaki, hereinafter 
called Sasaki, US Patent No. 6,198,304. 

As per claims 27 and 34 Herrmann discloses: 

- programming a first file in a non-native format for programming said one or more 
programmable logic devices from a remote programmer source (Abstract, "a device 
configuration program with adaptive programming source code instructions (non-native 
format) that characterize device (programmable) configuration instructions and data"); 
- converting said non-native format programmable logic instructions into a second file 
having programmable logic instructions in a format native to said remote programmable 
logic device (Abstract, "An interpreter converts the device configuration program into 
formatted device (programmable) configuration instructions and data"). It is interpreted that 
file is being converted it must be stored in a format which processor understand, and 
processor is included inherently. 
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- programming said identified programmable logic devices via a second bus coupled to said 
switching circuit (col. 4, lines 56-60 "The PCB. . . includes. . . embedded controller 34. . . 
JTAG interface circuitry. . . A bus. . . route. . . programming signals. . . to the IC" and col. 6, 
lines 36-38 "The ISP controller then shifts the control and programming data serially into 
the target ISP device via SDI/TDI"). 

Herrmann does not explicitly disclose transferring said second file to a server comprising a 
processor board coupled to a plurality of functional elements each said functional element 
comprising a programmable logic device coupled to a switching circuit; executing the converted 
file for identifying particular target files associated with said programmable logic devices via a 
first bus coupled to switching circuits. 

However, Tang disclose in an analogous computer system transferring said second file 
to a server (col. col. 1, lines 42-43 "sending and receiving data (file) over a communication 
link" and col. 3, lines 4-5 "programming data 107 can be provided by an ispSTREAMfile") 
comprising a processor board coupled to a plurality of functional elements (col. 2, lines 63-66 
"a programming device. . . coupled by a wired data network. . . to remote ISP systems"), each 
said functional element comprising a programmable logic device coupled to a switching 
circuit (col. 1, lines 44-45 "Each ISP system include one or more ISP controllers for 
programming multiple ISP devices"), executing the converted file (col. 5, lines 61-65 "The 
microprocessor, which executes a program stored in the non- volatile memory), for identifying 
particular target files associated with said programmable logic devices (col. 6, iines 27-28 
"The ISP controller then reads an identification code (ID) from each ISP device in the daisy- 
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chain" and col. 6, lines 33-35 "The ISP controller compares the ED... ISP device with the ID 
specified in the programming data, to ensure that the correct ISP device is programmed 55 ), via a 
first bus coupled to switching circuits (col. 4, lines 49-50 "The programming data stored in 
RAM 607 can be provided to ISP controller 402 via data bus 55 ). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to program PLD via communication medium, execute file, and program 
PLD via a bus as taught by Tang in corresponding to program PLD as taught by Herrmann. The 
modification would be obvious because of one of ordinary skill in the art would be motivated to 
program PLD remotely including execution and programming a PLD as suggested by Tang 
(col. 1, lines, 25-33). 

Neither Herrmann nor Tang system discloses enabling switching circuits corresponding to said 
identifiers target files via said first bus. 

However, Sasaki disclose in an analogous computer system enabling switching circuits 
corresponding to said identifiers target files via said first bus (col. 13, lines 56-57 "This orders 
the programming circuit to switch from examining the thirty-two bit data streams to examining 
data streams as eight bit sequences" col. 21 lines 51-54 "switching circuit selectively chooses 
which of said two arrays are addressed in response to signals at said input node' 5 also figs. 6-9 
and related discussion). It would be obvious to enable switching circuits to a PLD. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to include switching circuit to program PLD as taught by Sasaki in 
corresponding to the program PLD as taught in the combination system by Herrmann and Tang. 
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The modification would be obvious because of one of ordinary skill in the art would be 
motivated to include switching circuit to control the data in the system to program PLD (col. 1, 
lines 17-27). 

As per claim 28, the rejection of claim 27 is incorporated and further Herrmann discloses: 
- wherein said first file is a programmer object file (POF) (col. 2, lines 22-24 "a programming 
object file (POF) is loaded onto the computer running the programming software"). 

As per claim 29, the rejection of claim 27 is incorporated, and further Herrmann does not 
explicitly disclose wherein said remote programmer source is selected from the group 
comprising a workstation, and a personal computer. 

However, Tang discloses in an analogous computer system wherein said remote 
programmer source is selected from the group comprising a workstation, and a personal 
computer (col. 2, lines 10-13 "Each host computer includes a central processing unit, which may 
be a personal computer or an engineering workstation, and an access interface for accessing the 
communication link"). 

The feature of selecting a programming source would be obvious for the reasons set forth 
in the rejection of claim 27. 

As per claim 31 the rejection of claim 27 is incorporated, and further Herrmann does not 
explicitly disclose wherein said communications medium is an Ethernet network. 



Application/Control Number: 09/733,402 Page 7 

Art Unit: 2191 

However, Tang discloses in an analogous computer system wherein said 
communications medium is an Ethernet network (col. 2, lines 13-15 "host units... coupled by 
a computer network. . . a local area network or a wide area network 55 ). 

The feature of communications medium is an Ethernet network would be obvious for the 
reasons set forth in the rejection of claim 27. 

As per claim 32 the rejection of claim 27 is incorporated, and further Herrmann disclose: 
- wherein said native format comprises a JTAG format (Abstract, "formatted device 
configuration instructions and data are preferably compatible with IEEE 1 149.1 JTAG-BST 
specifications"). 

As per claim 33, the rejection of claim 27 is incorporated, and further Herrmann does not 
explicitly disclose wherein said first bus is a board select bus. 

However, Tang discloses in an analogous computer system wherein said first bus is a 
board select bus (col. 5, lines 12-16 "The data processing... include... sub-system functional 
components: a processor 64, memory 66, input/output circuitry 68, and peripheral devices 70. 
These components are coupled together by a system bus 72"). 

The feature of bus is a board select bus would be obvious for the reasons set forth in the 
rejection of claim 27. 
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As per claim 35 the rejection of claim 27 is incorporated and further it is interpreted that after 
programming is done the device must enter in initial operating state to function properly and to 
make the new changes in effect. 

Claims 48 and 54 are the apparatus claim corresponding to method claim 27 and rejected under 
the same rational set forth in connection with the rejection of claim 27 above. 

As per claim 49, the rejection of claim 48 is incorporated and further Herrmann discloses: 

- wherein said first and second bus is a backplane (col. 4, lines 49-56 "The programming data 
stored... provided... via data bus... under... microprocessor ... provides a control signal... for 
latching. . . data into ISP controller 402. In this manner, the multiple ISP controllers in ISP 
system 600 can program a large number of ISP devices in parallel, without incurring large 
latencies due to the long daisy-chains of ISP devices"). 

Claim 50 is the apparatus claim corresponding to method claim 32 and rejected under the same 
rational set forth in connection with the rejection of claim 32 above. 

As per claim 53, the rejection of claim 48 is incorporated and further Tang discloses: 

- wherein processor system is a server (col. 2, lines 59-61 "the ISP system is programmed by 
remote access by a host programming system which includes one or more programming host 
computers"). 
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9. Claim 52 is rejected under 35 U.S.C. 103(a) as being unpatentable over Herrmann, Tang, 
Sasaki and further in view of admitted prior art. 

As per claim 52, the rejection of claim 48 is incorporated, and further, neither Herrmann nor 
Tang nor Sasaki disclose wherein said at least one programmable logic device is selected from 
the group comprising a gate array, field programmable gate array, programmable, field 
programmable logic array, read only memory, programmed array logic, programmable logic 
array, and complex programmable logic devices (Applicant's specification, page 1, lines 12-13 
"programmable logic devices (PLDs), such field programmable gate array (FPGAs and the like, 
are well known"). 

However, admitted prior art discloses in an analogous computer system wherein said at 
least one programmable logic device is selected from the group comprising a gate array, field 
programmable gate array, programmable, field programmable logic array, read only memory, 
programmed array logic, programmable logic array, and complex programmable logic devices 
(Applicant's specification, page 1, lines 12-13 "programmable logic devices (PLDs), such as 
field programmable gate array (FPGAs and the like, are well known"). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to incorporate the selecting of devices is selected from the group 
comprising gate array as taught in admitted prior art in corresponding to programming PLD as 
taught in combination system by Herrmann, Tang, and Sasaki. The modification would be 
obvious because of one of ordinary skill in the art would be motivated to select from the group 
of device to program as PLD as suggested in admitted prior art (Applicant's specification, page 
4, lines 1-4). 
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10. Claims 30 and 51 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Herrmann, Tang, Sasaki in view of technical paper from Altera Corporation published in May 
1999, ver. 6, hereinafter called Altera Corporation, 

As per claim 30 the rejection of claims 27 is incorporated and neither Herrmann nor Tang nor 
Sasaki explicitly disclose using a JAM byte code file. 

However, Altera Corporation discloses in an analogous computer system using the JAM 
byte code file the time of programming PLD (page 7, paragraph 1 "The Jam language allow a 
sing Jam file (jam) or Jam Byte-Code file (.jbc) to contain both the data to be programmed into a 
device and the algorithm required to accomplish programming). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to include the JAM byte code file to program PLDs as taught by Altera 
Corporation in the programming and remotely programming PLDs as taught by Herrmann and 
Tang. The modification would be obvious because of one of ordinary skill in the art would be 
motivated to include the JAM byte code file to reduce the time, file size and large algorithms in 
system programming as suggested by Altera Corporation (page 6, paragraph 3 "The Jam™ 
programming... in-system programming"). 

Claim 51 is the apparatus claim corresponding to method claim 30 and rejected under the same 
rational set forth in connection with the rejection of claim 30 above. 
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Response to Arguments 
1 1 . Applicant's arguments with respect to claims have been considered but they are not 
persuasive. 

In the remarks, the applicant has argued that: 

- The combination of Herrmann, Tang, and Sasaki fails to teach or suggest "transferring 
said second file to a server comprising a processor board coupled to a plurality of 
functional elements, each said functional element comprising a programmable logic 
device coupled to a switching circuit," or "executing said converted file, for identifying 
particular target files associated with said programmable logic devices, via a first bus 
coupled to said switching circuits," or "programming said identified programmable logic 
devices via a second bus coupled to said switching circuit." As recited in independent 
claim 27. 

- Herrmann and Tang references fail to teach or suggest that a switching circuit is turned 
on and off via a first signal path, and the programmable logic device is programmed by 
sending program information via a second bus (i.e. JTAG bus) and switching circuit, 
which transfers the information to the programmable logic device (PLD). As recited in 
independent claim 48. 

- The combination of Herrmann, Tang, Sasaki and the Applicant's admitted prior art fails 
to teach or suggest "said processes system executes said file in a format native to said at 
least one programmable logic device, and selectively enables said at least one switching 
circuit via the board select bus for programming and associated programmable logic 
device via said JTAG bus." As recited in dependent claim 52. 



Application/Control Number: 09/733,402 Page 12 

Art Unit: 2191 

- Altera reference fail to show in combination of other references "enabling switching 
circuits associated with identified programmable logic devices associated with said 
particular target files via said first bus," and "wherein said processor system executes said 
file in a format native to said at least one programmable logic device, selectively enables 
said at least one switching circuit via the board selects bus for programming an associated 
programmable logic device via said JTAG bus". 

Examiner's response: 

- Regarding the limitation "transferring. . executing. . ., programming. . . switching 
circuit." All three references are directed towards the programming PLD. Herrmann 
system does provide an apparatus and method for programming of integrated circuits 
containing programmable elements, see the abstract. Sasaki system provide a method 
and apparatus to program PLDs, see the abstract. Tang system provide remotely 
programming a PLD, see the abstract. The limitation "transferring..., executing..., 
programming. . . switching circuit" is taught by Tang in combination with the references 
used. It is noted that the rejection clearly points out where Herrmann and Tang teach the 
claimed features and why it would have been obvious to combine their teachings. 
Applicant only makes general allegations and does not point out any errors in the 
rejection. Rather, in response to applicant's arguments against the references individually, 
one cannot show nonobviousness by attacking references individually where the 
rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
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USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). Therefore, the rejection is proper and maintained herein. 

- Regarding the limitation "a switching circuit is turned on and off via a first signal path" is 
not given any patentable weight because this limitation is not in claim 48. 

- Regarding the limitation "said processes. . . JTAG bus", this limitation has been disclosed 
in the applicant's prior art, see page 1, lines 12-13 and the rejection above. It is noted that 
the rejection clearly points out where Herrmann and Tang teach the claimed features and 
why it would have been obvious to combine their teachings. Applicant only makes 
general allegations and does not point out any errors in the rejection. Rather, in response 
to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Therefore, the 
rejection is proper and maintained herein. 

- Regarding the limitation "enabling switching circuits. . . JTAG bus" has been disclosed by 
Tang. Altera reference discloses JAM byte code files the time of programming PLD, see 
page 7, paragraph 1. As claimed in claims 30and 51. It is noted that the rejection clearly 
points out where Herrmann, Tang, Sasaki, and Altera teach the claimed features and why 
it would have been obvious to combine their teachings. Applicant only makes general 
allegations and does not point out any errors in the rejection. Rather, in response to 
applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
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combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Therefore, the 
rejection is proper and maintained herein. 



12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Satish S. Rampuria whose telephone number is (571) 272-3732. 
The examiner can normally be reached on 8:30 am to 6:00 pm Monday to Friday except every 
other Friday and federal holidays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kakali Chaki can be reached on (571) 272-3719. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
Satish S. Rampuria 

Patent Examiner ^ A a - r A 
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